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^This application has been examined ^Responsive to communication filed on Q This action is made final 

A shortened statutory period for response to this action is set to expire _^_month(s), ilnn from the date of this letter. 

Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 



Parti 

L *lS, Not'" of References Cited by Examiner, PTOB92. 
3. Notice of Art Cited by Applicant, PTO-1449 
5. Information on How to Effect Drawing Changes, FTO-1474 



THE FOLLOWING ATTACHMENT'S) ARE PART OF THIS ACTION: 

2. Notice re Patent Drawing, PTO-948. 
4. □ Notice of informal Patent Application, Form PTO-152 



6. □ 



Part II 



SUMMARY OF ACTION 



L 5^ Claims. 

0 

2. □ Claims _ 

3. □ Claims _ 

4. Claims _ 

5. □ Claims. 

6. Q Claims. 



Of the above, claims 



. are pending in the application. 
. are withdrawn from consideration. 
, have been cancelled. 

are allowed. 

are rejected. 
, are objected to. 



. are subject to. restriction or election requirement. 



7. T^LThis application has been filed with informal drawings which are acceptable for examination purposes until such time as allowable subject 
/ nutter is Indicated. ' 

8. □ Allowable subject matter having been indicated, formal drawings are required in response to this Office action. 

9. Q The corrected or substitute drawings have been received on . These drawings are Q acceptable; 

□ not acceptable 'see explanation). 

10. Q TheQ proposed drawing correction and/or the Q proposed additional or substitute sheet! s) of drawings, filed on 

has (have) been □ approved by the examiner. Q disapproved by the examiner (see explanation). 



- 11* CD Tn * P*°P°sed drawing correction, filed_ 



. has been ] | approved. f~l disapproved (see explanation). However, 



the Patent and Trademark Office no longer makes drawing changes. It is now applicant's responsibility to ensure that the drawings are 
corrected. Corrections MUST be effected in accordance with the instructions set forth on the attached letter "INFORMATION ON HOW TO 
EFFECT DRAWING CHANGES", PTO-1474. 

12. ^^-Acknowledgment is made of the claim for priority under 35 U.S.C. 119. The certified copy has Q been received £H not been received 

P^ 06 *" ,ile(I in went application, serial no. CT/oSfi |"?6>(b ; fn e d on 6?- D ~ 

13. Since this application appears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 2J3. , 



14. Q Other 



PTOL-326 <R«v. 7-82) 



EXAMINER'S ACTION 
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Claims 21-23 and 26 are rejected under 35 U.S.C. 
112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the sub- 
ject matter which applicant regards as the invention. 

It is unclear what is meant by the terminology 
"means for retaining . . . in a vaglna .. in that such 
language does not define what is being retained. For 
example claiming - means for retaining the closed end 
of the thin walled tube within a vagina ... - would 



be clear, 



forms h the°o«u n for 3 a ?i q oK t - tlon ° f 35 U ' S ' C - 103 
in this Office action- ° bvioU8ne9a "jettons set forth 



?, ™? •„ y - n0t bS obtai "ed though the Invention 
is not identically disclosed or described as set 
forth in section 102 of this title if X. Si 2 

ptUTel SS-rr th ? sub ^ ct «"« tl';* 

w? » pClor art are such that the sub- 

f t aa a ^ole ^uld have been ob u t 

oJdinarv 3^1^^^°" "™ made to a P erson navinq 
ml?i2 a y I? 1 " ln the art to wh *<* said subject 
t^el b^th ai r- Pa ^ entab ^ity shall not be nega- 
tived by the manner in which the invention was 9 



|uaHfJes a as e or?or e ^r d ^ ™ ther * e " on ' «*leh 

JnS 1 }! •:f a :^s in :f 1 Lis nd t e uL ubs 3 e n a i? n { v 

the^iL^LventJon-warSerownedVthe'sa^e 

Claims 21-22 and 26 are rejected under 35 U.S.C. 
103 as being unpatentable over Graham in view of Dyck et 
al. 

Graham shows everything claimed except the thin 
walled tubing 3 and 4 is not made from a polymer 
material being selected from the group consisting of 
polyethylene, polyurethanes and derivatives thereof. 
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• .M» w.Ued t*.. Appl tc „ t ' 5ouUea . flr<e 

.... fro. „,.. ,_ 3 lt has , du „ etec si(ghtiy 

"""" a,a *«« ° f «•>• 4. it t h.r.,„ c 

" i ' ,U ' """^ '* « <» «.t- eUI . 22) -Moh 
» — , «,„ 1N . ,. terU1 , ppUeant . s 

claimed "means fnr i 

for retatnmg" re ad 3 on either elements 1 
or 3 of Graham because. /„\ 

aU3e - (a) element 3 retains fluid 

within the tube and/or. (b, element l tm essentially 

teaches that element 3 can be maintained within band 1 

(see p. 2 lines 50-56). 

Although the specific material used b y Grah am is 
rubber. Gra ham does not limit M „. lf fc(j oniy ^ 

in that he teaches generally using an elastic 
^xible material (see p. i col . 39) . 0y c * et al . teach 
-King sperm receiving tubular sheaths from applicant's 
claimed material because they allow the sheath to be 
-de "thin enough so as not to l mpalr movement Qr 
'••ling ... but strong enough to prevent the formation 
of Pinholes" (see col. 1 lines 36-41). It would have 
been obvious to one of ordinary skill n the art to 
construct the sheath of Graham from materials such as 

polyurethane in view of Dyck et a i 4 „ 

"Yck et al. m order to make the 

sheath thin enouah so a« t 

ougn so as not to impair movement and sen- 
sation but strong enough to prevent rupture. 

Claims 21-% and 26 are rejected under 35 u.s c 
103 as being unpatentable over Hollmann in view of Dy<* 
et al. and optionally Graham. 



* 
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Hollmann shows a feminine condom which shows 
everything claimed except it is not made from polyethy- 
lene or polyurethane. Specifically note sheath "b M 
which is made from rubber and first ring "a" which has a 
diameter greater than the diameter of "b". Applicant's 
claimed "means for retaining ... in a vagina near the 
uterus of a user" reads on the closed end of the sheath 
of Hollmann because the closed end retains fluids. 

It would have been obvious to one of ordinary skill 
in the art to make the sheath of Hollmann from 
polyurethane in view of Dyck et al. because polyurethane 
permits producton of a sheath which is thin enough so as 
not to impair movement and sensation but strong enough 
to prevent rupture. 

Optionally, it would have been obvious to one of 
ordinary skill in the art to include a ring at the 
closed end of the sheath of Hollmann for the purpose of 
retaining the sheath within the vagina of a user as 
taught by Graham. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter or any new and useful improvement thereof, 
may obtain a patent therefor, subject to the con- 
ditions and requirements of this title. 

Claim 23 is rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claim 2 of prior 
United States Patent No. 4,735,621. 
This is a double patenting rejection. 

The patented claim claims the same structure, ele- 
ment by element, as does claim 23. Although claim 23 
uses the transitional phrase "comprising" there are no 
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additional elements in the specif icaton which are encom- 
passed by such language. 

Claims 21-22 and 26 are rejected under the judi- 
cially created doctrine of obviousness type double 
patenting as being unpatentable over the prior invention 
as set forth in claims 1-3 of United States Patent No. 
4,735,621. Although the conflicting claims are not 
identical, they are not patentably distinct from each 
other because the presently claimed "means for 
retaining" reads on the claimed patented second ring. 

The obviousness type double patenting rejection is a 
judicially established doctrine based upon public policy 
and is primarily intended to prevent prolongation of the 
patent term by prohibiting claims in a second patent not 
patentably distinct from claims in a first patent. In 
re Vogel, 164 USPQ 619 (CCPA 1970). A timely filed ter- 
minal disclaimer in compliance with 37 CFR 1.321(b) 
would overcome an actual or provisional rejection on 
this ground provided the conflicting application or 
patent is shown to be commonly owned with this applica- 
tion. See 37 CFR 1.78(d). 

Applicant's arguments filed January 25, 1989 have 
been fully considered but they are not deemed to be per- 
suasive . 

Applicant's arguments with respect to claims 21-23 

and 26 have been considered but are deemed to be moot in 

view of the new grounds of rejection. 

Any inquiry concerning this communication should be 
directed to Mario Costantino at telephone number 
703-557-3125. 



MCostant ino:myl 
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C. FRED ROSENBAUM 
S. P.E. 
ART UNIT 336 



